PRI OR PRI NTER S NO. 594 PRINTER S NO. 2634

THE GENERAL ASSEMBLY OF PENNSYLVANIA

HOUSE BILL
No. 523 %5

| NTRODUCED BY YOUNGBLOOD, CRUZ, MELI O, READSHAW SI PTROTH, MOUL
PAYNE, GODSHALL, HORNAMAN, HESS, K. SM TH AND THOVAS,
MARCH 6, 2007

AS REPORTED FROM COWM TTEE ON JUDI Cl ARY, HOUSE OF
REPRESENTATI VES, AS AMENDED, OCTOBER 16, 2007

O (o0} ~ » (3] ~ WN -

N T N S N e
N~ o oo A WN - O

AN ACT
Arending Title 18 (Crinmes and O fenses) of the Pennsylvani a
Consol idated Statutes, further providing for trademark
counterfeiting.
The General Assenbly of the Conmonweal th of Pennsyl vani a
her eby enacts as foll ows:
Section 1. Section 4119 of Title 18 of the Pennsylvania
Consol i dated Statutes is anmended to read:
8§ 4119. Trademark counterfeiting.

(a) Ofense defined.--Any person who know ngly manufact ures,

uses, displays, advertises, distributes, transports, offers for

sale, sells or possesses with intent to sell or distribute any
itenms or services bearing or identified by a counterfeit mark

shall be guilty of the crinme of trademark counterfeiting.

[(b) Presunption.--A person having possession, custody or <—

control of nore than 25 itens bearing a counterfeit mark fnay be <—

presuned to possess said itens with intent to sell or

di stribute.] shall—be presuredtobe in possessionof the ttems <—
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(c)

Penal ti es. - -

(1) Except as provided in paragraphs (2) and (3), a

violation of this section constitutes a m sdeneanor of the

first degree.

t he

t he

(2) A violation of this section constitutes a felony of
third degree if:

(1) the defendant has previously been convicted
under this section; or

(1i) the violation involves nore than 100 but |ess
than 1,000 itens bearing a counterfeit mark or the total
retail value of all itens or services bearing or
identified by a counterfeit mark is nore than $2, 000, but
| ess than $10,000[.]; or
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(11'1) BODILY INJURY TO ANOTHER RESULTS FROM A <—

VIOLATION OF TH S SECTI ON.

(3) Aviolation of this section constitutes a felony of
second degree if:

(1) the defendant has been previously convicted of
two or nore offenses under this section;

(ii) the violation involves the manufacture or
production of itens bearing counterfeit marks; [or]

(iii) the violation involves 1,000 or nore itens
bearing a counterfeit mark or the total retail val ue of
all itens or services bearing or identified by a
counterfeit mark is nore than $10,000[.]; or

I I ¢ ondor_| i nal Kl I -
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(1V) SERIQUS BODILY I NJURY TO ANOTHER RESULTS FROM A

VIOLATION OF TH S SECTI ON.

(d) Quantity or retail value.--The quantity or retail val ue
of items or services shall include the aggregate quantity or
retail value of all itenms or services [bearing or identified by
every counterfeit mark] the defendant nanufactures, uses,

di spl ays, advertises, distributes, offers for sale, sells or
possesses.

(e) Fine.--Any person convicted under this section shall be
fined in accordance with existing | aw or an anount up to three
times the retail value of the itens or services bearing or
identified by a counterfeit mark, whichever is greater.[, unless
extenuating circunstances are shown by the defendant.]

(f) Seizure, forfeiture and disposition.--

(1) Any itenms bearing a counterfeit mark, any property

constituting or derived from any proceeds obtained, directly

or indirectly, as the result of an offense under this section

and all personal property, including, but not limted to, any
itenms, objects, tools, machines, equipnent, instrunentalities
or vehicles of any kind, [know ngly enployed or] used in
connection with a violation of this section [nay] shall be
seized by [any] a | aw enforcenent officer.

(2) Al seized personal property referenced in paragraph
(1) shall be forfeited in accordance with applicable | aw._
[unl ess the prosecuting attorney responsible for the charges

and the intellectual property owner consent in witing to

anot her disposition.] Upon the conclusion of all crimnal and

civil forfeiture proceedi ngs, the court shall order that
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forfeited itens bearing or consisting of a counterfeit mark

be destroyed or alternatively di sposed of in another manner

with the witten consent of the trademark owners and the

prosecuting attorney responsi ble for the charges.

(3) If a person is convicted of an offense under this

section, the court shall order the person to pay restitution

to the trademark owner and to any other victimof the

offense. In determ ning the value of the property | oss

i nvol ving an of fense agai nst the tradenark owner, a court

shall grant restitution for all anpunts, includi ng expenses

i ncurred by the trademark owner in the investigati on and

prosecuti on of the offense as well as the di sgorgenment of any

profits realized by a person convicted of the offense.

(g) Evidence.--Any Federal or State certificate of
registration [of any intellectual property] shall be prim facie
evi dence of the facts stated therein.

(h) Renedies cunul ative.--The renedi es provided for in this
section shall be cunulative to the other civil and crim nal
remedi es provided by |aw.

(i) Definitions.--As used in this section, the follow ng
wor ds and phrases shall have the neanings given to themin this
subsecti on:

"Bodily injury." The termshall have the sane neani ng gi ven

it under section 2301 (relating to definitions).

"Counterfeit mark." [Any of the follow ng:

(1) Any unauthorized reproduction or copy of
intellectual property.

(2) Intellectual property affixed to any item know ngly
sold, offered for sale, manufactured or distributed or

identifying services offered or rendered, wthout the

20070H0523B2634 - 4 -



1 authority of the owner of the intellectual property.] A
2 spurious mark that neets all of the follow ng:
3 (1) Is applied to, used or intended to be used in
4 connection with an_ itemor service.
5 (2) Is identical with or substantially indistinguishable
6 froma nmark registered and in use in this Conmonweal th, any
7 other state or on the principal register in the United States
8 Patent and Trademark O fice, whether or not the person knew
9 the mark was regi stered.
10 (3) The application of which is either:
11 (i) likely to cause confusion, to cause m stake or
12 to deceive; or
13 (ii) otherwise intended to be used on or _in
14 connection with the itemor service for which the mark is
15 regi stered.
16 ["Intell ectual property.”™ Any trademark, service mark, trade
17 nanme, |label, term device, design or word adopted or used by a
18 person to identify that person's goods or services.]
19 "ltem" Any of the follow ng:
20 (1) Coods.
21 (2) Labels.
22 (3) Patches.
23 (4) Fabric.
24 (5) Stickers.
25 (6) W appers.
26 (7) Badges.
27 (8) Enbl ens.
28 (9) Medallions.
29 (10) Charns.
30 (11) Boxes.
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(12) Contai ners.

(13) Cans.

(14) Cases.

(15) Hangt ags.

(16) Docunentati on.

(17) Packagi ng.

(18) Any other conponents of a type or nature that are

desi gned, marketed or otherwi se intended to be used on or in

connection with any goods or services.

"Retail value.” [The counterfeiter's regular selling price
for the itemor service bearing or identified by the counterfeit
mark. In the case of itens bearing a counterfeit mark which are
conponents of a finished product, the retail value shall be the

counterfeiter's regular selling price of the finished product on

(1) The counterfeiter's reqular selling price for the

item or service bearing or identified by a counterfeit nark,

except that it shall be the retail price of the authentic

counterpart if the itemor service bearing or identified by a

counterfeit mark woul d appear to a reasonably prudent person

to be authentic. |If no authentic reasonably sim | ar

counterpart exists, the retail value shall be the

counterfeiter's reqular selling price.

(2) |If the itens bearing a counterfeit mark are

conponents of a finished product, the retail value shall be

treated as if each conponent were a fini shed good and val ued

under paragraph (1).

"Serious bodily injury." The termshall have the sane

meani ng given it under section 2301 (relating to definitions).
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1 Section 2. This act shall take effect in 60 days.
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